THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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ON BRI EF

Bef ore CALVERT, ABRAMS, and FRANKFORT, Admi nistrative Patent
Judges.

ABRAMS, Admi ni strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe decision of the exam ner

finally rejecting clainms 19-21, 23 and 24. dains 1-18 have

! Application for patent filed May 16, 1997.
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been cancel ed, and clains 22 and 25-30 have been wi thdrawn from
consi deration as readi ng on non-el ected speci es (Paper No. 6).
No cl ai ns have been al |l owed.

The appellants’ invention is directed to a liquid filter
and pressure regulator. The clainms on appeal have been

reproduced in an appendix to the Brief.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Bur hans et al. (Burhans) 3,233,738 Feb
8, 1966

W | ki nson 3, 388, 802 Jun.
18, 1968

Robi nson ( Robi nson ‘ 203) 5,275, 203 Jan
4, 1994

Robi nson ( Robi nson ‘ 241) 5,433, 241 Jul

18, 1995

Cebert et al. (Cebert) 5,698, 097 Dec. 16,

1997

(filed Sep. 13, 1995)

THE REJECTI O\

2 The rejection of clainms 19-21, 23 and 24 under 35 U.S.C
8§ 112, second paragraph, that appeared in the final rejection
(Paper No. 8) apparently was overcone by the anendnent entered
thereafter (Paper No. 11), for it was not repeated in the
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Clains 19-21, 23 and 24 stand rejected under 35 U S.C. §
103 as bei ng unpat ent abl e over Robi nson ‘241 in view of

Robi nson ‘203 and W/ ki nson, Cebert or Burhans.

CPI NI ON

Rat her than attenpt to reiterate the details of the
expl anation of the rejection and the opposing viewpoints of the
exam ner and the appellants, we refer to the Exam ner’s Answer
and the Brief.

The rejection before us is under 35 U S.C. §8 103. The
test for obviousness is what the conbined teachings of the
prior art would have suggested to one of ordinary skill in the
art. See, for exanple, Inre Keller, 642 F.2d 413, 425, 208
USPQ 871, 881 (CCPA 1981). 1In establishing a prima facie case
of obviousness, it is incunbent upon the exam ner to provide a
reason why one of ordinary skill in the art would have been | ed
to nodify a prior art reference or to conbi ne reference
teachings to arrive at the clainmed invention. See Ex parte

Cl app, 227 USPQ 972, 973 (Bd. Pat. App. & Int. 1985). To this

Answer .
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end, the requisite notivation nust stem from sone teaching,
suggestion or inference in the prior art as a whole or fromthe
know edge generally available to one of ordinary skill in the
art and not fromthe appellant's disclosure. See, for exanple,
Uniroyal, Inc. V. Rudkin-Wley Corp., 837 F.2d 1044, 1052, 5
USPQ2d 1434, 1052 (Fed. Cir.), cert. denied, 488 U S. 825
(1988).

The appellants’ invention is directed to a liquid filter
having a pressure regulator that permts liquid flow fromthe
clean side of the filter to exit through a return line if the
operating pressure of the regulator is exceeded. The exam ner
has rejected i ndependent claim 19 on the basis of three
alternative rejections, all of which enploy the basic
conbi nati on of Robinson ‘241 and Robi nson ‘203. According to
t he exam ner, Robinson ‘241 discloses all of the subject matter
recited in claim19 except for the particular pressure
regul ator recited and the double walled inlet tube. However,
it is the examner’s position that one of ordinary skill in the
art would have found it obvious to nodify Robinson ‘241 first

by replacing the disclosed pressure regulator with the one
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di scl osed i n Robinson ‘203, and second by including a doubl e-
wal | ed tube as disclosed in WIkinson, Gebert or Burhans.

Robi nson ‘241 discloses a liquid filter and pressure
regulator in which, just as in the appellants’ invention,
liquid enters an inlet froma supply tank (the dirty side),
flows through a filter into a central tube (the clean side),
and then flows out to the point of use. The liquid that is
fl ow ng out of the device through the central tube (124) also
I npi nges agai nst a pressure regulator (44), the construction of
which is not described. |If the pressure in the central tube
exceeds the operating value of the pressure regulator, liquid
al so can exit through a return port (66) to the supply tank.
Robi nson * 203 di scl oses a pressure regul ator conprising a
di aphragm (18) that operates a valve elenment (24) which
interacts with a valve seat (30). The diaphragmis exposed on
one side to the pressure of the liquid flowing to the point of
use and on the other side to a spring (28) and a vacuum (line
50). The pressure regul ator of Robinson ‘203 woul d appear to
be of the general type that an artisan woul d recogni ze as bei ng
contenpl at ed but not described in Robinson ‘241, and we agree

with the exam ner that one of ordinary skill in the art would
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have found it obvious to install such a regulator in the
structure of the primary reference.

We part conpany with the exam ner, however, with regard to
t he doubl e-wal | ed tube nodification. Robinson ‘241 appears to
acconplish the sane objective as the appellants’ invention,
that is, to supply liquid fromthe clean side to both the
outlet to the point of use and, through the regulator, to the
return line to the supply tank. This is done by placing the
outlet line at one end of the central tube and the regul ator
and return line at the other end. Wile it is true that
W | ki nson, Gebert and Burhans all disclose filters having a
central double-walled tube with the contents of the annul ar
outer passage flowing to one outlet and the contents of the
i nner passage flowing to another, it is not enough that a
doubl e-wal | ed tube exists in the art, for the nere fact that

the structure of Robinson ‘241 could be nodified does not make

such a nodi fication obvious unless the prior art suggests the
desirability of doing so. See In re Gordon, 733 F.2d 900, 902,
221 USPQ 1125, 1127 (Fed. Cir. 1984). 1In the present case, we
fail to perceive any teaching, suggestion or incentive which

woul d have | ed one of ordinary skill in the art to nodify the
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filter of Robinson ‘241 by replacing the single central tube
with a double walled tube. From our perspective, to do so
woul d sol ve no problem and provide no inprovenent; it merely
woul d be anot her way of acconplishing the sane task. W can,
however, perceive a disincentive to do so, in that such a
nodi fication woul d require a whol esal e reconstruction of the
Robi nson * 241 devi ce.

Thus, it is our opinion that the only suggestion to
conbi ne the teachings of any of WI ki nson, Gebert and Burhans
with those of the two Robi nson patents is found in the
hi ndsi ght accorded one who first viewed the appellants’

di sclosure. This, of course, is inpernmssible as a basis of a
rejection under 35 U S.C. 8 103. See In re Fritch, 972 F. 2d
1260, 1266, 23 USPQd 1780, 1784 (Fed. Cir. 1992). In the
final analysis, the teachings of the applied references fail to
establish a prima facie case of obviousness wth regard to the
subject matter of claim19. This being the case, we will not
sustain the rejection of independent claim19 or, it follows,

of dependent clains 20, 21, 23 and 24.

The rejection is not sustained.
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The decision of the exam ner i s reversed.

REVERSED

| AN A. CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT

NEAL E. ABRAMS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

CHARLES E. FRANKFORT
Adm ni strative Patent Judge
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STRI KER STRI KER AND STENBY
103 EAST NECK ROAD
HUNTI NGTON, NY 11743



